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Opi nion by Hairston, Adm nistrative Trademark Judge:

E & E Hosiery Inc. has filed an application to
regi ster PLANET SOX as a mark on the Principal Register for
“hosi ery and socks.”! The Trademark Examining Attorney has

refused registration pursuant to Section 2(d) of the

Trademark Act, 15 U. S.C. 81052(d), on the ground that the

! Serial No. 75/787,260, filed August 30, 1999, based on a bona
fide intention to use the mark in comerce. The word “SOX’ has
been disclained apart fromthe mark as shown.
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use of applicant’s mark for the identified goods is likely

to cause confusion with the mark reproduced bel ow,

for “clothes, namely, socks, tee shirts, ties, [and]
suspenders.”?

The case has been fully briefed, but no oral hearing
was request ed.

Before turning to the issue of |ikelihood of
confusion, we nust discuss an evidentiary matter. Wth its
response to the Examning Attorney’s first Ofice action,
applicant submtted a search report froma private
conpany’ s dat abase of registered marks, which include the
word PLANET. The Exami ning Attorney did not object to this

material in her second Ofice action, and in fact discussed

the material on its nerits. Thereafter, with its

2 Regi stration No. 2,082,764 issued July 29, 1997. The words
“COLLECTI ON' and “SOCKS” have been discl ained apart fromthe mark
as shown.
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appeal brief, applicant submtted a second search report
froma private conpany’ s data base of registered marks

whi ch include the word PLANET. The Exam ning Attorney, in
her brief, at note 1, objects to this material, pointing
out that a search report froma private conpany’ s data base
is not the proper way to nake third-party registrations of
record and that Trademark Rule 2.142(d) requires that the
record in an application be conplete prior to appeal. A
review of the material submtted with applicant’s brief
reveal s that many of the registrations listed therein are
the sane as those submtted with applicant’s response to
the Exam ning Attorney’'s first O fice action.

The Board generally will not consider copies of a
search report or information taken froma private conpany’s
dat abase as credi bl e evidence of the existence of the
registrations listed therein. 1In re Hub Distributing,

Inc., 218 USPQ 284 (TTAB 1983). In order to make third-
party registrations of record, copies of the actual

regi strations or the electronic equivalent thereof, i.e.,
printouts of the registrations which have been taken from
the USPTO s own conputerized database, nust generally be
submtted. In this case, however, the deficiency in making
third-party registrations of record by neans of a search

report could have been renedied by applicant if the
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Exam ni ng Attorney had advised applicant in the second
Ofice action. Having failed to do so, we nust deemthe
Exam ning Attorney’s discussion of the third-party
registrations in her second Ofice action to be a
stipulation that the search report could be used as
evidence of the listed registrations. Accordingly, the
first search report submtted by applicant will be
consi dered. However, the second search report, which was
submtted with applicant’s brief, will not be considered
because as the Examining Attorney notes, it is untinely
pursuant to Trademark Rule 2.142(b).

We turn then to the issue of |ikelihood of confusion.
Qur determ nation under Section 2(d) is based on anal ysis
of all of the probative facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E 1. du Pont de Nenmours and Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key factors are the simlarities
between the marks and the simlarities between the goods.
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).

Turning first to the goods, we note that they are
identical in part (socks) and otherwi se related itens of

clothing. 1In view of the identity/rel atedness of these
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goods, they nust be deened to be sold in the sane channel s
of trade to the sane classes of custoners, which in this
case would include retail outlets such as nass

mer chandi sers and departnent stores where the purchasers
woul d be the general public.

Applicant does not dispute this, but concentrates the
argunments in its appeal brief on the asserted weakness of
registrant’s mark and the asserted differences in the
marks. I n particular, applicant nmaintains that nmarks that
i nclude the word PLANET for clothing are weak marks and
therefore not entitled to a broad scope of protection. |In
addition, applicant argues that the earth design in the
regi stered mark serves to distinguish the registered mark
fromapplicant’s mark.

Wil e we have carefully considered applicant’s
argunment, we nonetheless find that as applied to the
i nvol ved goods, applicant’s mark PLANET SOX and the
regi stered mark COLLECTI ON ... PLANET SOCKS and design, are
substantially simlar in overall comercial inpression.

In considering the nmarks, we recogni ze that the earth
design in the registered mark cannot be ignored. However,
al t hough we have resol ved |ikelihood of confusion by a
consideration of the marks in their entireties, there is

not hing i nproper in giving nore weight, for rational
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reasons, to a particular feature of a mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr
1985). In the present case, we believe it appropriate to
give greater weight to the PLANET SOCKS portion of the
regi stered mark because of the descriptive nature of the
di scl ai mred word COLLECTI ON. Al so, PLANET SOCKS is the
portion of the registered mark nost |ikely to be renenbered
and used by custoners in calling for registrant’s goods.
There is no question that the earth design in the
registered mark is noticeable, and if we were naking a
si de-by-si de conparison of the mark, the differences in the
mar ks woul d be obvious. This, however, is not the proper
test. Rather, it is the overall comrercial inpression of
the marks, which will be recalled by the average consuner
that nust be taken into account in determning |ikelihood
of confusion. This is particularly true in this case
because the goods can be relatively inexpensive and bought
off the shelf in mass nerchandi sers and departnent stores,
under conditions in which consuners will not take great
care in making their purchases. |In addition, the earth
design in the registered mark does little to distinguish
the registered mark fromapplicant’s mark in overal
commerci al inpression because the design sinply reinforces

the word PLANET.
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In view thereof, and while differences admttedly
exi st between the respective marks, when considered in
their entireties, and accordi ng appropriate weight to the
dom nant portions thereof, applicant’s mark PLANET SOX is
substantially simlar in commercial inpression to the
regi stered mark COLLECTI ON ... PLANET SOCKS and desi gn.

As to applicant’s argunent that the registered mark is
weak and therefore entitled to a |imted scope of
protection, the third-party registrations do not show that
the public is famliar with the marks shown in the
regi strations, nor can they justify the registration of
what coul d be another confusingly simlar mark. \While such
regi strations are probative of the fact the word PLANET has
appealed to others in the clothing field and that the word
is not particularly distinctive in the field, this fact
does not help to distinguish applicant’s mark PLANET SOX
and the registered mark COLLECTI ON ... PLANET SOCKS and
design in terns of overall commercial inpression. The word
PLANET, as used in both marks, conveys the sane neaning
when conbi ned with SOX and SOCKS, respectively. In short,
PLANET SOX and PLANET SOCKS are synonynous terns. Further
we should al so point out that none of the nmarks in the
third-party registrations is as simlar to the registered

mark as i s applicant’s mark.
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In sum we find that in view of the substanti al
simlarity in the overall comrercial inpression of
applicant’s mark and the regi stered mark, their
cont enpor aneous use on the identical and rel ated goods
involved in this case is |likely to cause confusion as to
t he source or sponsorship of the goods.

Deci sion: The refusal to register under Section 2(d)

of the Trademark Act is affirned.
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